ESSAY

Mae West Inc., (“MWI”), should immediately oppose Vachon’s ITU application for MAY WEST.  The USPTO can refuse registration in the initial examining period since MAY WEST is arguably not a descriptive mark, provided one or more of the arguments in section I succeeds. (Kodak).  
I. OPPOSITION TO VACHON’S ITU APPLICATION

A. False Association

First, MWI can argue that Vachon’s trademark MAY WEST falsely suggests a connection with the famous actress Mae West (§2(a)).  In order to successfully argue false association, MWI must show (1) the mark is the same as or a close approximation of the name or identity previous used by another person or institution; (2) the mark would be recognized as such, in that it points uniquely and unmistakably to that person or institution; (3) the person or institution named by the mark is not connected with the activities performed by the applicant under the mark; and (4) the fame or reputation of the person or institution is such that when the mark is used with the applicant’s goods or services, a connection with the person or institution would be presumed (White). There is a high probability that MWI will successfully demonstrate these requirements.  Although MAY WEST is altered slightly by substituting a “y” for the “e,” MAY is a close approximation of MAE.  Additionally, the trade dress bolsters the claim that MAY WEST would be recognized as pointing toward Mae West.  The woman on the packaging references the 1920s and 1930s, a high point in Ms. West’s career, in her hairstyle, pose and outfit.  Although the figure is a brunette and Ms. West was a blond, the risqué pose and historical reference supports a finding that the mark, the words MAY WEST combined with strategically designed packaging, unmistakably point to Mae West.  MWI has not implicitly or specifically endorsed MAY WEST baked goods.  Finally, it is not farfetched to presume a connection between the seductive and bawdry Ms. West and the decadent, succulent and forbidden taste of MAY WEST baked treats.  For the reasons stated above, the court will most likely find that MAY WEST creates a false association with Mae West and therefore deny registration of the mark.

B. Likelihood of Confusion


The second argument against the registration of MAY WEST is a §2(d) opposition for likelihood of confusion.  MWI could also institute a §43(a) infringement action for unregistered marks in federal court.  A court will likely conclude that the marks are confusingly similar after conducting a likelihood of confusion analysis using the Polaroid factors.


MAY WEST for baked goods is arguably an arbitrary mark (Abercrombie).  It in no way describes the food product, nor do the words together conjure a mere suggestion baked goods.  The mark’s conceptual strength is therefore quite strong.  The mark has strong market strength since most marks for baked goods are suggestive or descriptive, such as CRUMBS or DUNKIN DONOUGHTS.  However, the court could apply the balancing test from In re Quadrillion and deny registration upon finding that WEST is a primarily merely a surname.  West is a fairly common surname, has no connection with Vachon, and has the structure of a surname.  Although these three factors weigh in favor of MWI, a court might also find that the other factor, the term’s recognized meaning besides the surname, tips the scale in favor of Vachon.  By recognizing the dictionary meaning of WEST, the direction in which the sun sets, the mark could be registerable on the basis that it is arbitrary in relation to baked goods.  Even if the court does determines that WEST is a common surname, it could find that purchasers are accustomed to distinguishing between such common surnames by whatever slight differences may exist in the marks as a whole (Marshall Field).  The court could then conclude that MAY is the dominant part of the mark and registration is not barred by §2(e)(4).  A court is likely to find that MAE WEST in relation to the listed goods and services is a suggestive mark.  MWI stated that it intends to place the mark on goods that Ms. West had or could have had a connection with given her provocative style, brazen language and tantalizing lifestyle, such as live entertainment services, make-up and adult toys.  Thus, a consumer will use her imagination when encountered with, for example, deep red lipstick labeled MAE WEST, to make the connection.  MAE WEST has ubiquitous market strength since MWI holds all rights of publicity.  


The two marks are sufficiently similar.  Both words that comprise the mark are monosyllabic and differ only by one letter.  Moreover, there is no phonetic difference between MAY and MAE, making the marks sound identical (Quikprint).  Although the meanings could conceivably differ, it is a stretch to argue that MAY WEST is not used to conjure the image of Ms. West when taking into consideration the trade dress.   


A court might find that some MWI’d desired products are somewhat proximate to MAY WEST baked goods.  Although MWI’s list of intended goods and services does not include baked goods and includes diet foods for the calorie-conscious consumer, MWI has expressed a desire to bring MAE WEST chocolate to market.  Some courts might find a high degree of proximity because both chocolate and baked goods are presumably unhealthy, prepackaged snacks (Gallo).  However, other courts might find absolutely no proximity since they are different food types (Banfi). 

The likelihood that Vachon might bridge the gap is somewhat strong.  It is not a far leap to go from producing baked goods to chocolate.


There is no evidence of actual confusion from the information provided.


MWI might consider making a claim of bad intent against Vachon because many courts consider intent to be the most important factor, but it is unlikely to be successful.  


It is unclear as to whether there are any differences in quality of the goods and services. 


A packaged baked good most likely is categorized as an impulse purchase.  Thus, the degree of case exercised by purchasers is likely to be minimal, which enhances the likelihood of confusion (Gallo).

C. Priority Use
The final argument in opposition to the registration is that the April 4th filing of the ITU application for MAE WEST was constructive notice of MWI’s intent to use the mark in commerce (Zirco).  If MAE WEST is actually registered, the date for nation-wide priority will be April 4. 2012.  Vachon will most likely argue that advertising in Canada and shipment of sample products establishes its priority right to a date that precedes the rights of MWI.  Vachon’s two arguments will be discussed in turn. 

Advertising: Vachon’s promotional activities in Canada do not constitute analogous use sufficient to establish priority because the activities did not occur within the United States (Buti).  Additionally, advertising and promotion of a product are sufficient to obtain rights in a mark only if these activities “occur within a commercial reasonable time prior to the actual rendition of services” (Maryland Stadium Authority).  More than 20 years is not a commercial reasonable period of time, especially given that baked goods are not a large capital investment that will take longer to bring to market (such as an airplane). 

Shipment of samples:  The March 30, 2012 shipment of samples to potential wholesale distributors in the US is problematic.  Vachon could argue that the shipment triggered the distributors to begin showing the baked goods to stores and possibly collecting orders.  A court might interpret these activities as promotional.  Combining what could be viewed as promotional activities with an actual rendering of the goods in the market within a reasonable period of time could support a finding of analogous use with March 30, 2012 priority date (Maryland Stadium Authority).  

II. VACHON’S DEFENSIVE TACTIS AND MAE WEST INC.’S REPONSE

A. Abandonment 


Vachon’s strongest argument against a §2(d) bar or confusion-based infringement suit will be that MWI has abandoned its mark.  According to §45(1), MWI’s nonuse of MAE WEST for well more than three years is prima facie evidence of abandonment.  Although MWI occasionally licensed the mark for documentaries and shows in the Bahamas, a court will most likely find that such use is token at best and not sufficient to forestall abandonment (Silverman; Procter & Gamble).  Vachon will most likely contend that almost thirty years of nonuse does not fall under the Silverman interpretation of §45(1) as “intent not to resume within reasonably foreseeable future.”  MWI could argue that this was a reasonable amount of time given their goal of avoiding the exploitation of Mae West that occurred after the death of other notable celebrities such as Elvis Presley and Marilyn Monroe.  MWI should contend that it needed to let this time pass before attempting to celebrate Ms. West’s image and reputation in a dignified and respectful manner.

B. Limited Area Protection


If the court accepts Vachon’s argument for a priority date stemming from the shipment on March 30, 2012 (section I(c)), but rejects Vachon’s ITU application, Vachon could argue for a limited area exception for New York and New England under §33(b).  MWI can defeat this claim and prohibit Vachon from extending the area to which the exception applies if it completes its statement of use in a timely fashion and shows that the Vachon did not use the MAY WEST mark “continuously” in the location (Thrifty).
III. OTHER STRATEGIES FOR MAE WEST INC.

A. Initial Interest Confusion

MWI could argue that initial interest confusion exists.  The chocolate MWI intends to produce could be marketed in the same places as MAY WEST baked goods, such as convenience stores and gas stations.  A consumer will exercise little care in scrutinizing the inexpensive product before grabbing her treat.  Given the similarity, price, channels of commerce, and proximity, the consumer might pick up the MAY WEST product believing it to be produced by MWI.  Although she might remedy her mistake before purchase, she might not (Mobil).  Vachon could defend MWI’s claim by citing to the concurrence in Playboy, which explained that where there are de minims transactional costs, where the customer can simply put down the baked good, application of initial interest confusion is inappropriate.  

B. Dilution

The war is not over if MWI loses the battle and MAY WEST receives ITU registration.  MWI could bring a dilution action against Vachon, under state or federal dilution statutes, for dilution by blurring.  To bring a federal claim, MAE WEST must be a famous mark (§43(c)(2)).  Therefore, MWI would need to rollout its product line and concentrate on heavily advertising and publicizing its goods and services.  Vachon’s mark MAY WEST arguably does not fall under any of the exclusions in §43(c)(3).  Thus, depending on the public’s designation of the mark as an indicator of source and the fame of MAE WEST the mark, MWI might succeed in a federal dilution claim. 
PAGE  
1

